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, TO THE HONORABLE THE JUDGES OF THE UNITED STATES CIRCUIT COURT 
| 


FOR THE SOUTHERN DISTRICT OF NEW YORK. 


THE UNITED STATES PHONOGRAPH COMPANY, a corporation 
lorganized and existing under and by virtue of the laws of the 


State of New Jersey and having its principal place of business 





lat the City of Newark in said State, brings this, its bill of | 
—- against THE AM@RICAN GRAPHOPHONE COMPANY and COLUM- | 
ha PHONOGRAPH COMPANY, both said Companies being corporations 
organized and existing under and by virtue of the laws of the 
State of West Virginia and having their principal places of 
business in the City of New York within the Southern District | 


| of New York aforesaid. 
And thereupon your orator complains and says: 


I. That heretofore and before the 27th day of Octo- | 


|ber, 1696, Frank L. Capps, being then, as now, a resident of 


Newark in the State of New Jersey and a citizen of said State, 








was the original, first and sole inventor of certain new and | 
useful Improvements in Spring Motors for Phonographs, &c., | 
fully described in the Letters Patent hereinafter ftentioned and | 


which had not been known or used by others in this country, 
and which had not been abandoned or patented or described in 


any printed publication in this or any foreign country, prior 


'to his invention thereof, and which were not prior to his ap-= 


| 


| plication for a patent therefor as hereinafter mentioned in 


| 
public use or on sale in this country for more than two years. | 
| 

II. That said Capps, being so as aforesaid the first | 
inventor and discoverer of the said improvements, made applica-| 


tion in writing to the Commissioner of Patents of the United oy 


LI 
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' the necessary conditions and requirements of the Statutes of 





} orator, The United States Phonograph Company, Letters Patent in, 


; years from the date thereof, the exclusive right to make, use 


States for the grant of Letters Patent therefor, and paid into 
the Treasury of the United States the fees required by law, 


and then and there fully and in all respects complied with all 


the United States in such case made and provided, and by proper) 
assignment in writing duly assigned the said invention and ap- 
plication and the full and entire right, title and interest in 
and to the same, and in and to any Letters Patent of the United! 
States therefor, to your orator; and thereupon, after due 


examination having been made by the Commissioner of Patents as 


to the novelty and utility of the said invention, as provided 


by law, the Commissioner of Patents caused to:be issued to your 


due forn of law, under the seal of the Patent Office of the 
United States, signed by the Assistant Secretary of the Inter= 

icr and countersigned by the Commissioner of Patents, bearing | 
date the said 27th day of October, 1896, and numbered 570,378, 
and that the said Letters Patent did grant unto your Scator and 


unto its successors and assigns, for the term of seventeen 


and vend the said invention throughout the United States and 





the Territories thereof, as by said Letters Patentfor a duly 
authenticated copy thereof in Court to be produced will more 


fully and at large appear. 


Ill. And your orator further shows that by virtue 
of the premises it became, has ever since been, and now is, 
possessed of the full and entire right, title and interest in 


| 
| 
and to said Letters Patent No. 570,578. 


Iv. Your orator further shows that it is a manufact- 


uring concern, engaged in the manufacture and sale of spring ‘| 
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motors for sound recording and reproducing instruments and ap- 


aa related thereto, and that in carrying on its business 





it has manufactured and sold and is now manufacturing and sell- 





ing, in large quantities, spring motors employing and containing 


| 


|} the inventions and improvements in said Letters Patent set 


forth. And your orator further shows that it has invested 


| 


and expended large sums of money and has been to great trouble 


pend expense in and about the said invention, for the purpose of | 
| introducing the same and making the same profitable to it and | 

to the public; that spring motors employing and containing the_ 
| said patented improvements as aforesaid are of great commercial, 
| value and practical utility, and that a great demand has been 
| ommabae therefor, which demand your orator 18 and has been for 
| a long period last past engaged in supplying. Your orator 


| further shows that the public has generally acknowledged and 


acquiesced in the rights of your orator, and your orator believes 





that it will realize and receive large gains and profits there- 
from if infringement by the said defendant and its confederates 


be prevented. 





Vv. Your orator further shows, on information and 
belief, that spring motors placed upon the market by it, since 
the grant of said Letters Patent No. 570,378, ‘and ‘made under 


and in accordance therewith, have been duly marked with the 


word "Patented", together with the date of said Letters Patent 


as aforesaid. 
| 


_VI._ Yet the defendants, well knowing the premises | 
and the rights secured to your orator as aforesaid, but con= 
triving to injure it and to deprive it of the benefits and ad- 
vantages which might and otherwise would accrue unto it from / 
said invention, did, jointly and severally, after the grant of 


said Letters Patent to your orator and before the commencement 
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ef this suit, as your orator is informed and believes, within 
os Southern District of New York and elsewhere in the United 
| States, without license or allowance and against the will of 


your orator and in violation of its rights, unlawfully and 





| wrongfully make, use and sell, and cause to be made, used and 


sold, and are now making, using and selling, and causing to be 





made, used and sold, spring motors employing and containing the | 
invention set forth in said Letters Patent No. Bie 35785 that | 
' they still continue so to do, and that they are threatening to 
continue the aforesaid unlawful acts to a large extent, all in 
defiance of the rights secured to your orator as aforesaid and 
to its great and irreparable loss and injury, ‘and by which it | 
| has been and still is being deprived of great gains and profits)! 
which it might and otherwise would have obtained, but which have 


| been received and enjoyed by the said defendants through their 
t 


| unlawful acts and doings. And your orator shows that as to | 


| 


| how many spring motors by the defendants as aforesaid unlawful-| 


ly made, used and sold, and as to the extent of the gains and 7 





profits received and enjoyed by them from such unlewful making, | 
| 


using and selling, your orator is ignorant and prays a discov- 





ery thereof. a : 





Vil. More specifically, your orator shows" that the 
defendants are jointly engaged in placing upon the market ap~ | 
| paratus for recording and reproducing sound, in connection with | 
| which the spring motor covered by said Letters Patent No. 
| 870,578 is adapted to be used; that in addition to the unlaw- 


a acts and doings of these defendants in the last preceding 


tor is informed and believes, since the grant of said Letters 





| 
| 
| paragraph set forth, they, said defendants, have, as your ora- | 
| 
| 
| 


eer to your orator and before the commencement of this suit, 
, Within the Southern District of New York and elsewhere within 

} 

f 

t 


Raymond R. Wile 
Research Library 














the United States, made, used and sold, and caused to be made, 

used and sold, and are now making, using and selling, and caus- 
ing to be made, used and sold, spring motors employing and con-= 
taining the inventions or improvements in said Letters Patent 
No. 570,378 set forth in connection with the said sound record=| 
ing and reproducing apparatus marketed by them, said defend- | 
| ants, all in disregard and defiance of the rights secured to 

your orator through and by virtue of the grant of said Letters 


Patent and to its great and irreparable loss and injury. 


VIII. And your orator further shows unto your Honors 
H that the manufacture, use and sale of spring'motors employing 
and containing the said inventions or cupnavenente in said Let- 
ters Patent No. 570,378 set forth, by the said defendants, and 


| 
| 
| their preparation for and avowed determination to continue the | 
| 
| 


same, and their other aforesaid unlawful acts, in disregard of 
the rights of your orator, have the effect to and do encourage 
and induce others to venture to infringe said Letters Patent | 


and your orator's rights thereunder. 


IX. And your orator further shows that the said de~ | 


fendants were duly notified of the infringement hereinbefore 





complained of, but that they continued after such fotice to 
make, use and sell and cause to be made, used and sold, and 
continued their threat to make, use and sell and cause to be 
made, used and sold, spring motors employing and containing the 


| 
| 
said invention in said Letters Patent set forth. | 
| 


x. Your orator therefore prays that the said de- 


fendants, The American Graphophone Company and Columbia Phono-= | 
« | 
graph Company, and their and each of their officers, servants, | 


agents, attorneys, employees, workmen and confederates, and 


each and every of them, may be perpetually restrained and en- | 


| Joined by the order and injunction of this Honorable Court from 
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; -}@irectly or indirectly making, constructing, using, vending, 
delivering, working or putting into operation or use, or in 
anywise counterfeiting or imitating the said invention or any 

spring motors made or operated in accordance therewith, or like 
or similar to those which the said defendants have heretofore 


made, sold, constructed, operated or used, and that said de- 


~~ 
, 


j fendants may be decreed to pay the costs of this suit, and j 
this Honorable Court shall seem meet, and as shall be agreeable 
to equity. 


XI. And your orator further prays ‘that an injunction | 


pendente lite be granted, issuing out of and under the seal . 


}of this Honorable Court, enjoining and restraining the said | 
| defendants and each of them, and their and each of their offi- 


that your orator may have such other and further relief as to 
: cers, servants, agents, attorneys, employees, workmen and con- | 


{ : 
| federates, to the same purport end tenor and effect as herein- | 
before prayed for with regard to said perpetual injunction. 


a And forasmuch as your orator can have no ade=~ 
| quate relief save in this Court, to the end, therefore, that | 
the said defendants may, if they can, show why’ your orator | 
should not have the relief hereby prayed, and save but not upon 
oath, the oath being hereby expressly waived, according to the 


best and utmost knowledge, remembrance, information and belief 





of their officers, full, true, direct and perfect answer make 
to the premises, and to all the several matters hereinbefore 
stated and charged, as fully and particularly as if severally | 
and separately interrogated as to each and every of said mat- | 
ters, and may be compelled to account for and pay to your ora~ 
tor the profits by them acquired and the damages suffered by ; 


your orator from the aforesaid unlawful acts, and that the 
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Court may assess said profits and damages and may increasé the 


damages to a sum not exceeding three times the amount thereof. 
May it please your Honors to grant unto your orator 
the writ of subpoena issuing out of and under the seal of this 
poonenabte Court, directed to the defendants, The American 
Graphophone Company and Columbia Phonograph Company, commanding 
them, by a certain day and under a certain penalty, to be and 
appear in this Honorable Court, then and there to answer to the | 


premises and to stand to and abide such order and decree as may 


be made against then. 





And your orator will ever pray. i | 


Muted | (le [Koay mh Ge, 
Lf Chet Carne Thx y 


Yen 
x 
> 


Al 
| 
| 





i ae | 


State of New Jersey, 





ssi 


ee emee - 


;County of Essex. 
i % ¥ 
f td Cisu being duly sworn, deposes and SaySy, 


that he is the Secretary of The United States Phonograph Com= 





pany, the complainant named in the foregoing bill of compleint 


that he has read the said bill and knows the contents thereof, 
and that the same is true to his own knowledge, save as to 
the matters therein stated to be alleged on information and 


jbelief, and as to those matters he believes it to be true. ~ 


Lbs Cots Ala | 





Subscribed and sworn to before me 


ee i 
oe With, aay of Cetbex. 1897. 


AT i, 


Yio 
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UNITED STATES CIRCUIT COURT 


FOR THE SOUTHNAT DISTRICT OF NEV YORK. 


| THE UNITED STATES PHONOGRAPH COMPANY 
| 


-vs- 
“ In Equity. 
! AMERICAN GRAPHOPHONE COMPANY and 
| THE COLUMBIA HPONOGRAPH COMPANY. 








The ANSWER of the American Graphophone Company and 
The Columbia Phonograph Company, to the bill ‘of comp} fint of 
my 


the United States Phonograph Company. 


These defendants, saving and reserving to themselves all 
, and all manner of benefit of exception which may be had or 
| taken to said bill of complaint, on account of its errors and 
insuffictenctes, makex answer to said bill of complaint as 


| gollows: 


These defendants admit that pretended letters patent of 
| the UNited States, No. 570,378, and dated DSi Der putes 1696, 
| for an alleged improvement in Spring Motors foi Phonographs, 
lwene issued to said Frank L.Capps, but whether any interest 
\in said letters patent was ever assigned _to said complainant 

/ as alleged in said bill these defendants are not informed save 
by the allegations of said bill, and leave the complainant 


|to make due proof thereof, 


These defendants, on information and belief, deny that 
s@id Frank L,Capps was the first or original inventoy: of any 


patentable improvement embraced in said letters-patent, and 





aver that said letters-patent were and are therefore null and 


_ void, . 
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These defendants, on information and belief, and in view of 
the state of the art in question, as that art existeght the 
time said Frank L.C@pps made his said alleged improvement, 
denyc:;. that any matters or things said to have been originated 
by said Capps and now claimed in said letters patent amounts to 
a patentable invention, and aver that the said alleged — 
ments were the product of mere mechanical skill, and xkk that | 


said letters patent are therefore null and void. 


These defendants, on information and belief, aver that | 


none of the alleged combinations claimed in said lette rs-patent 
is of legal, actual and patentable combination, but on the | 
contrary avers that each of the same is a mere aggregation of 
mechanical features, and that each clause of the claim of 


said letters patent is therefore null and void. 


These defendants, on information and belief, aver that 
said Letters-patent are and were null and void because the 
alleged improvement forming the subject-matter thereof was 
in public use and on sale in this country more than two years 
prior to said Capp's application for said Letters-patent, by 


the following mentioned persons and parties, at the following 


mentioned places, to wit: 
Thomas A.Fdison, of and at Llewellyn Park, New jersey; 
Leon F.Douglass, of and at Chicago, Illinois; 
Edward H.Amet, of and at Chicago, T1linols; 
Jacob H.Ling, of and at Detroit, Michigan; 
Louis Glass, of and at Sanfrancisco, California; 
H.Hoeschen, of and at Omaha, Nebraska; 
Thomas H.Macdonald, of and at Bridgeport, Connecticut. 
These defendants, on information. and belief, aver that the 

| letters-patent sued upon are null and void because the said 

Capps was not the true and first inventor of the alleged 


improvement described and claimed, but that the same and all 





| =es 
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1865; 
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No, 
No, 
No, 
No. 
No. 
No. 
No, 
No. 
No. 
No, 
No, 
| No. 
No, 
No. 
No, 
No. 
No, 
No. 


No, 


No, 
No. 


No, 





material and substantial parts thereof were, long prior to any 
supposed invention thereof by said Capps, patented and des- 
cribed in and by each of the following mentiomd letters 


| patent of the United States, to wit: 
No, 172,412, Chas. M. Frahm and Wm.Scharnweber, dated 
January 18, 1576; 


No, 48,467, Walter S.Wells and S.B.Wells, dated June 27, 


68,314, L.W.Sapp, dated August 27th, 1867; 


513,095, 
535,445, 
488,278, 
431,883, 
440,046, 
430,276, 
462,228, 


Thomas A.Edison, dated January 23, 1694; 


Louis Gass, dated March 12, 1695; 





H.Hpeschen, dated December. 20, 1692; 
Leon F,Douglass, dated July &, 1890; 
Jacob H.Ling, dated November 4, 1690; 
Thomas A,Edison, dated June 17, 1690; 
Edward H.Amet, dated November 3rd, 1691; 


131,614, M.M.Spring, dated September 24, 1672; 


440,482, 
440,908, 
134,526, 


97,586, Ayer, dated December 7, 1869; 


148,225, 
506,348, 
523,556, 
452,976, 
273,565, 
244,990, 
515,352, 
306,614, 


498,344, , 


350,154, 


Lee & Reed, dated November 11, 1890; 
Reed, dated Jan.20, 1691; 
Dunton, dated January 7th, 1673; 


Manson, dated March 3, 18745 ¥ 


Tainter, dated October 10, 1693; 


Tewksbury, dated July 24th, 1694; 


Goodwin, dated May 26th, 1691; 
Jiencke, dated May 6th, 1885; 

Fisher, dated August 2, 1881; 

Mecarty, dated February 27, 1694; 

Hawkins, dated October 14th, 1884; 

asta May 30, 1893; 

Radford, dated October 5th, 1686; 


ase ‘ 
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No. 299,117, Diehl, dated May 24th, 1884; | 
No. 99,376, Kent, dated Feby.1, 1870; 

No. 456,392, Ballard, dated July 21, 1691; 
No, 356,702, Brown, dated January 25th, 1687; 
No, 523,748, Macdonald, dated July 3rd, 1694; 


No, 459,519, Anthony, dated January 10, 1693; | 





No, 537,052, Ludlow, dated April 9th, 1695; 
No, 436,412, Goold, dated September 16, 1890; 
No. 329,460, Lemp, dated November 3, 1885; 

No. 448,365, Pratt, dated March 17, 1691; | 
No, 464,342, J.B.Mahana, December 1, 1691; 

No. 299,005, Peck & Gaylord, May 20, 1684; 
No, 155,478, W.H.Vankeuren, September 29, 1874; 

No. 270,576, A.J.Blakeslee, January 16, 1883; 


No, 532,718, Jos.Broich, january 15th, 1695. 


British patent No, 4584 of 1886, Browett. 


These defendants, further answering on information and 
belies, aver that the letters patent sued upon are null and 
void because said Capps was not the original and first inven- 
lor of the alleged improvements set forth and claimed therein, 
but that the same and all material and substantial parts 
‘thereof were, long prior to any supposed invention thereof 
by said Capps, knownko and in puBic use by the doridwing, 
| named persons and parties, atthe following named places, to 
\wit : 
Thomas H.Macdonald, of an at Bridgeport, Connecticut; 
Thomas A,Edison, of and at Llewellyn Park, New Jersey; 
Leon F.Douglass, of and at Chicago, Illinois; 
Edward H.Amet, of and at Chicago, Illinois; 
Jacob H.Ling, of and at Detroit, Michigan; 
Louis Gless, of and at San Francisco, California; 
H/Hoeschen, of and at Omaha, Nebraska. 

ah ‘ 
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These defendmts, further answering on information and 
belief, aver that the letters-patent sued on are null and 
void because the said Capps surreptitiously and unjustly 
obtained the patent én that which was in fact invented by 


another, to wit, Thomas H.Macdonald, of Bridgeport, Connecticu 





who was using reasonable diligence in adapting and perfecting | 
5 | 


| the same, and who, on or about the 2nd day of November, 1695, 


made application for patent therefor, which application was 


pending when the application for said Capps patent was filed; 


that through inadvertance or oversight of the officials of the 


Patent Office the said patent was granted to said Capps with- 


out interference; that subsequently aninterference was granted 
betwem the said patent and the said appTeRtten of Macdonald, 
and was on the 12th day of May, 1697, decided in favor of 

said Macdonald, 

These defendants, further answering on informati dn and 
belief, deny that they have ever infringed the letters-patent 
sued upon, or that &x komm they have ever infringed upon any 
rights whatever of said complainant, and deny = said com- 
Pleinant's right to any account of damages, of profits or of | 
costs to be recovered from thése defendantg;and further deny the 
complainant's right to any injunction provisionally or perpet- 
ually against thése defendants; and further deny ehat said 
complainant is entitled to any other or further’ raéief whatever 


these | 
against sex, defendants. | 


| 
| 


And these defendants, furtherfanswering, on information | 
and belief, say that they have no knowledge as to whether 
the complainant is a corporation as alleged in said bill, and 
they therefore deny that the complainant is a corporation 


eas alleged, and call for strict proof thereof. 





=e 
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All of which matters and things these defendants are 
ready to aver, maintain and prove as this Honorable Court 
shall direct, and hereby pray to be hence dismissed with 


their reasonable costs and charges in this behalf most 


wrongfully sustained, 


And as they are duty bound these defendants will ever 


pray etc, 
oe 
yifa 














a6u 
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UNITED STATES CIRCUIT COURT, 


Southern District of New York, 


CS Xx 
UNITED STATES PHONOGRAPH COMPANY : 
vs. : 

AMERICAN GRAPHOPHONE COMPANY and ; 
COLUMBIA PHONOGRAPH COMPANY. 3 
ene ---x 






And now comes the complainant and moves that its 
bill of complaint herein, filed Octover 6, 1897, be amended’ 


by striking from paragraph 4 theranf, the words: 


“Your orator further shows that it 1s a manufactur= 
ing concern, encagei “in the m-nufacture and sale of spring 4. 
motors for sound recording ani reproducing instruments end 
appliances related thereto, and that in carrying on its 
business it his m-nufactured and sold, and is now manufac 
turing and seliing, in large qnantities, spring motors et~ 
Ploying ani containing the inventions and improvements in 
said leiters patent set forth.* 






New York, Decernver 3, 1857. H 
' 
Richard N.iyer, oy 
S$ .0,tamoncs, 
Soliettors for Compl inant! 
a 
Orderet eecortinely, ‘ 


2.H Lacome, t 


Tee 2, le97. U3 circe-it Judge. 


a 
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UNITED STATES CIRCUIT COURT, 


Gouthern District of New York. 


-—---z 





UNITED STATES PHONOGRAPH COMPANY, 


AMERICAN GRAPHOPHONE COMPANY and 
COLUMBIA PHONOGRAPE COMPANY . 


¥S: : In Equity. 
State of New York 


County of Ner York 
$.0.RNMONDS, teing duly sworn, de- 


poses ard says as follows: 


I om sf counse he complainant and as suck 


wy 
My 
ie) 
i 
o 


prepsred the (112 of compieint herein. At the time sid 





oill was drawn I vas unier a misapprehension a= to the 





Inst the Company wes a msenefertrvrinr concerm and was enrcss- 


ea in the marvTectvre and sale of certain devices. This 








plsinsnt is not in fact, 
informed and believe has never manvfecturet any of the de- 
viess eoreres br the Letters Patent inrelre? in this»e-it. 
Wo copy of the vill of enmmlaint herein has been 
taken from the Clerk’s office. A copy thereof was supplied 


by me to cefendemts? solicitors an Octover B, 1897. 


MOF tome 


Saevscribeti ant sworn to before m= 
this Srd.day of Decamber_1897_ 


MOR Hunde cay Cnten x 
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